THL'S OPI NI ON WAS NOT__WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
Paper No. 19

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte JOHAN HORVAT and MARY A. HORVAT

Appeal No. 96-3408
Application No. 08/194, 904!

ON BRI EF

Bef ore CALVERT, ABRAMS, and NASE, Administrative Patent Judges.

NASE, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's rejection

of claim6, which is the only claimpending in this application.?

We REVERSE

! Application for patent filed February 14, 1994.

2 Finally rejected claim5 was cancel ed and replaced with
claim6 by the anmendnment filed Novenber 17, 1995 (Paper No. 14).
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BACKGROUND

The appel lants' invention relates to a shirt collar having

hi dden snaps. A copy of claim6 is attached to this decision.

The prior art reference of record relied upon by the
exam ner as evidence of obviousness under 35 U S.C. § 103 is:

Rei ner 3 2,043,061 (CGernany) March 9, 1972

Claim6 stands rejected under 35 U.S.C. §8 103 as being

unpat ent abl e over Rei ner.

Rat her than reiterate the conflicting viewoints advanced by
the exam ner and the appellants regarding the 8 103 rejection, we
make reference to the exam ner's answer (Paper No. 15, nmailed
April 12, 1996) for the exam ner's conplete reasoning in support

of the rejection, and to the appellants' brief (Paper No. 13,

3 Wiile the examiner referred to this reference as either
German patent '061 or GP we will refer to this reference as
Rei mer, the named inventor. |In determ ning the teachings of
Reimer, we will rely on the translation provided by the Patent
and Trademark O fice. A copy of the translation is attached for
t he appel | ants' conveni ence.
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filed Novenber 20, 1995) for the appellants' argunents

t her eagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and claim
to the applied prior art reference, and to the respective
positions articul ated by the appellants and the exam ner. Upon
eval uation of all the evidence before us, it is our conclusion
that the evidence adduced by the examner is insufficient to

establish a prima facie case of obviousness wth respect to claim

6. Accordingly, we will not sustain the examner's rejection of
claim6 under 35 U . S.C. 8§ 103. Qur reasoning for this

determ nati on foll ows.

In rejecting clains under 35 U. S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prinma facie case of

obvi ousness. See In re Rijckaert, 9 F.3d 1531, 1532, 28 USPQd

1955, 1956 (Fed. Cir. 1993). A prima facie case of obviousness

i s established by presenting evidence that the applied prior art
t eachi ngs woul d appear to be sufficient for one of ordinary skil

in the relevant art having the applied prior art before himto
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make the proposed nodification. See In re Lintner, 9 F.2d 1013,

1016, 173 USPQ 560, 562 (CCPA 1972). Furthernore, the concl usion

that the clainmed subject matter is prinma facie obvious nust be

supported by evidence, as shown by sone objective teaching in the
applied prior art or by know edge generally available to one of

ordinary skill in the art that would have | ed that individual to
nodi fy the rel evant teachings of the applied prior art to arrive

at the clained i nventi on. See Inre Fine, 837 F.2d 1071, 1074,

5 USPQ2d 1596, 1598 (Fed. Cir. 1988). Rejections based on

8 103 nust rest on a factual basis with these facts being
interpreted wi thout hindsight reconstruction of the invention
fromthe prior art. The exam ner may not, because of doubt that
the invention is patentable, resort to specul ation, unfounded
assunption or hindsight reconstruction to supply deficiencies in

the factual basis for the rejection. See In re Warner, 379 F.2d

1011, 1017, 154 USPQ 173, 177 (CCPA 1967), cert. denied, 389 U S.

1057 (1968). CQur review ng court has repeatedly cautioned
agai nst enpl oyi ng hi ndsi ght by using the appellants' disclosure

as a blueprint to reconstruct the clainmed invention fromthe

i sol ated teachings of the prior art. See, e.qg., Gain Processing

Corp. v. Anerican Mize-Products Co., 840 F.2d 902, 907, 5 USPQd

1788, 1792 (Fed. Cir. 1988).
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Wth this as background, we turn to the examner's rejection
of claim6 under 35 U.S.C. § 103 (answer, pp. 3-4). The exam ner
found that Reiner

di scl oses a shirt/collar in conbination with a conceal ed
di sc fasteners [sic] underneath each collar end and a
correspondi ng fastener on the shirt portion beneath the
col |l ar.

The exam ner then found that Rei mer

| acks the "pair" of disc shaped fasteners on each apex
portion of the collar, one on the edge and the other half
way up the collar concealed on the shirt front.

Next, the exam ner determ ned that

it would have been obvious to place as nmany fasteners as
needed in order to hold the collar in the desired manner
preferred by the wearer. Therefore, it would have been
obvious to one of ordinary skill is the art to nodify the
collar fastening nmeans of GP [Reiner] by addi ng another disc
shaped fastener in order to nore firmy hold down the collar
al ong a greater area.

Qur review of this rejection | eads us to conclude that the

exam ner has not established a prima facie case of obvi ousness

wWth respect to claim6. First, even assum ng arguendo, that the
exam ner's determ nation of obviousness, set forth above, is
correct, the proposed nodification of Reinmer would not have

pl aced the additional disc shaped snap "about half way up the
collar"” as required by claim6. Second, we see no teaching

what soever that woul d have suggested placing an additional disc

5
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shaped snap "about half way up the collar"” as recited in claimb®.
The exam ner has not provided any factual basis to establish why
this limtation woul d have been obvious to one skilled in the
art. Wiile the addition of another disc shaped snap may have
been obvious as stated by the examner, this by itself is not
sufficient, in our opinion, to render obvious the limtation
menti oned above. Thus, it appears to us that the exam ner has
engaged in a hindsight reconstruction of the clained invention,
using the appellants' claimas a tenplate. This, of course, is
inmperm ssible.* Since all the limtations of claim6 are not
taught or suggested by the applied prior art, the exam ner has

failed to neet the initial burden of presenting a prima facie

case of obviousness.® Thus, we cannot sustain the exam ner's
rejection of appealed claim6 under 35 U S.C. 8§ 103 as being

unpat ent abl e over Rei ner.

4 Inre Fine, supra; In re Warner, supra.

S Note Inre Rijckaert, supra; In re Lintner, supra;, and ln
re Fine, supra.
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CONCLUSI ON

To summarize, the decision of the examner to reject claim®6

under 35 U . S.C. 8 103 is reversed.

REVERSED

| AN A. CALVERT
Adm ni strative Patent Judge

BOARD OF PATENT

NEAL E. ABRAMS APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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WLLI AM J. RUANO
1725 WASH NGTON RD.
402 ST. CLAIR BLDG
Pl TTSBURGH, PA 15241
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APPENDI X

6. In conbination with a shirt having a collar, a pair of
conceal ed, di sc shaped snaps underneath each collar end and a
pair of correspondi ng, disc shaped fasteners on each side of the
shirt portion underneath said collar end, one of each of said
pair of conceal ed, disc shaped snaps being about half way up said
collar and the other of said pair of corresponding, disc shaped
snaps being on the edge of said collar, concealed in front of the
shirt and being in snapping relationship to said disc shaped
f ast eners.
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